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1 )S Responsive to communication{s) filed on 15 February 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) U48 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-4.6-9 and 11-48 is/are rejected. 

7) ^ Claim(s) 5 and 10 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

Claim Rejections • 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. The claimed invention in claim 48 is directed to non-statutory subject matter. 
Since a computer program is merely a set of instructions capable of being executed by 
a computer, the computers program itself in not a process. The Applicant should revise 
the claims language to include the recitation such as -A computer readable storing 

medium which stores a program -. 

Claim Rejections • 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fomn the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1 -4, 6-9, 1 1 -27, 30-46, 47 and 48 are rejected under 35 U.S.C. 1 02(b) as 
being anticipated by Hisamoto (JP 2002-2591 08A). 

With respect to claims 1, 30, 42, 47, and 48, Hisamoto teaches a print system 
(Fig. 8) for printing print data provided from a server or a print data supply device (316) 
to a registered user or device (318) that is authorized to access print data, the system 
comprising a client device or a print instruction device (318) and a print device (317), 
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wherein the print instruction device (318) includes a print instruction unit (305) operable 
to transmit, to the print device (317) a print instruction to print the print data in the print 
data supply device (316), with authentication infomiation given only to the user or the 
device, and the print device (317) comprise a print control unit (302) includes a data 
requesting unit operable to transmit the authentication infonmation with the print 
instruction to the print data supply device (316) and request the print data supply device 
to transmit the print data and a print control unit (302) includes a data receiving unit 
operable to receive the print data from the print data supply device (see Figs. 8-9 and 
paragraphs [0071-0091]). 

With respect to claims 2 and 43, see Fig. 8 and paragraphs [0078-0088] of 
Hisamoto that teaches the print instmction device (318), the print instruction unit (305) 
includes a print instruction transmitting unit operable to transmit, to the print device 
(317), a print instruction to print the print data, and the print instruction transmitting unit 
transmits, to the print device, the authentication infomiation and the print instruction that 
are in one to one correspondence; and in the print device (317), the data requesting unit 
(301 ) transmits the authentication infomiation corresponding to the print instruction to 
the data supply device (316) and requests the print data. 

With respect to claims 3 and 44, see Fig. 8 and paragraphs [0078-0088] of 
Hisamoto that teaches the print instruction unit (318) comprises print demand/request 
unit or a print instmction infomiation generating unit (305) operable to generate print 
instruction information that is obtained by integrating print data position information 
indicating a storage location of the print data with the authentication information (304); 
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and a print instruction information transmitting unit operable to transmit the print 
instruction information to the print device (317); and in the print device (317), the data 
requesting unit: first, extracts the print data position information and the authentication 
information from the print instruction information and second, requests a transmission of 
the print data indicated in the print data position information (print data information such 
as print data position, print data font, print data density, etc. are included in the print 
data information and the print instruction) 

With respect to claims 4 and 45, see Fig. 8 and paragraphs [0078-0079] of 
Hisamoto that teaches in the print instruction device (318), the print instruction unit 
(305) transmits the print instruction information to the print device through a secure 
communication path established between the print instruction device (318) and the print 
device (317). 

With respect to claims 6, 32 and 33, see Fig. 8 and paragraphs [0078-0091] of 
Hisamoto that teaches in the print instruction device (318), the print instruction unit 
includes (305) a print instruction information generating unit operable to generate print 
instruction infonnation that is obtained by integrating print data position information 
indicating a storage location of the print data with the authentication information; a client 
device including (318) a print instruction infonnation transmission notifying unit 
(communicating) operable to notify (transmitting operation) the print device (317) of a 
transmission of the print instruction information; and a print instruction Information 
transmitting unit operable to transmit the print instruction infonnation to the print device 
after the notification; and in the print device (317), the data requesting unit (302), 
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according to the notification, i) receives tlie print instruction infonnation, ii ) extracts the 
print data position information and the authentication information from the print 
instruction information, and iii) requests a transmission of the print data indicated in the 
print data position information. 

With respect to claim 7, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches a communication path between the print instruction device (318) and the 
print device (317) is a communication path composed of a command communication 
path for transmitting and receiving a command and a data communication path for 
securely transmitting and receiving data the print instruction information transmission 
notifying unit notifies the print instruction information transmitting unit, through the 
command communication path, to transmit the print Instruction information and the print 
instruction Information transmitting unit transmits, after receiving the notification, the 
print instruction infonnation through the data communication path. 

With respect to claims 8 and 46, see Fig. 8 and paragraphs [0078-0091] of 
Hisamoto that teaches in the print instruction device, the print instruction unit (318) 
includes a print instruction information generating unit (302) operable to generate print 
instruction information obtained by integrating print data position information indicating a 
storage location (Includes in the print data information) of the print data with the 
authentication information (304); and a position information notifying unit 
(communicating) operable to notify the print device of position information indicating the 
storage location of the generated print instruction information, and in the print device, 
the data requesting unit i) understands the notification (transmitting of infonnation) of 



Application/Control Number: 10/524,584 Page 6 

Art Unit: 2854 

the position information as a print instruction, ii ) receives, based on the notified position 
information, the print instruction information from the print instruction device, iii) extracts 
the print data position information and the authentication information from the print 
instruction information, and iv) requests a transmission of the print data indicated in the 
print data position information. 

With respect to claim 9, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches a communication path between the print instruction device and the print 
device is a command communication path for transmitting and receiving a command 
and a data communication path for securely transmitting and receiving data, in the print 
instruction device, the position information notifying unit notifies the print device (317) of 
position infomiation of the print instruction information through the command 
communication path, and in the print device, the data requesting unit receives, based on 
the notified position information, the print instruction information through the data 
communication path. 

With respect to claim 1 1 , see Fig. 8 and paragraphs [0080-0088] of Hisamoto 
that teaches in the print device (317), the print control unit (302) include the data 
receiving unit establishes an encrypted communication path between the print device 
(371) and the print data supply device (316) using the authentication infonnation and 
receives the print data through the encrypted communication path. 

With respect to claims 12 and 37, see paragraphs [0084-0085] of Hisamoto that 
teaches the authentication information includes a decryption key which is data for 
decrypting the encrypted print data. 
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With respect to claim 13, see Fig. 8 and paragraphs [0076-0085] of Hisamoto 
that teaches in the print device (317), the data receiving unit includes an encrypted data 
receiving unit (303) operable to receive the encrypted print data and a print data 
decrypting unit operable to decrypt the received print data using the authentication 
information. 

With respect to claims 14 and 38, see Fig. 8 and paragraphs [0076-0085] of 
Hisamoto that teaches the authentication information Includes information for 
identifying the print instruction device or information for identifying the user of the print 
system. 

With respect to claim 15, see Fig. 8 and paragraphs [0076-0085] of Hisamoto 
that teaches the authentication information is a pair of an identification (ID) of the print 
instruction device or an ID of the user of the print system, with a password. 

With respect to claim 16, see Fig. 8 and paragraphs [0076-0085] of Hisamoto 
that teaches the authentication information is described in the print data position 
information. 

With respect to claims 17, 26 and 41, see Fig. 8 and paragraphs [0086] of 
Hisamoto that teaches in the print device, the data requesting unit terminates or 
discards the authentication information after the data receiving unit has received the 
print data or after the completion of the printing process. 

With respect to claim 18, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches the print data supply device comprises a request receiving unit operable to 
receive a transmission of print data corresponding to the print data, a user identifying 
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unit operable to identify the print instruction device or the user using the received 
authentication information, an authenticating unit operable to authenticate whether or 
not the identified print instruction device or the user is authorized to access the 
requested print data; and a data transmitting unit operable to transmit the requested 
print data to the print device if the access is permitted as the result of the authentication. 

With respect to claim 19, see Fig. 5 and paragraphs [0061-0070] of Hisamoto 
that teaches the print instruction device (218) has a communication session with the 
print data supply device (216) and obtains an authentication from the authenticating unit 
before instructing the printing, the authentication information is communication session 
information issued to the print instruction device from the print data supply device in the 
communication session, and the communication session information includes 
information indicating that the print instruction device or the user has been authorized to 
access the print data. 

With respect to claim 20, see Fig. 5 and paragraphs [0061-0070] of Hisamoto 
that teaches in the print instruction device (218), the print instruction unit includes a 
communication session information storing unit operable to store the communication 
session information issued from the print data supply device (216) through a 
communication path established in advance between the print data supply device and 
the print instruction device, and the print instruction device transmits the print instruction 
by attaching the communication session information as the authentication information, 
an in the print device, the data requesting unit transmits the authentication information 
to the print data supply device and requests a transmission of the print data, and the 
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print data supply device receives tlie autlientication information that is the 
communication session information, skips processes in the user identifying unit and the 
authenticating unit and transmits the requested print data to the print device. 

With respect to claim 21 , see paragraphs [0061-0070] of Hisamoto that teaches 
the communication session information is a Cool^ie (inherent feature when devices are 
communicating) issued to the print instruction device by the print data supply device. 

With respect to claim 22, see paragraphs [0076-0085] of Hisamoto that teaches 
the authentication information includes a public key of a certificate authority for verifying 
a public key certificate of the print data supply device, in the print device, the encrypted 
communication path establishing unit, while verifying that the print data supply device is 
an authorized access destination using the public key of the certificate authority, 
establishes a Secure Socket Layer (SSL) or a Transport Layer Security (TLS) between 
the print data supply device and the print device, and in the print data supply device, 
the data transmitting unit transmits the requested print data to the print device through 
the SSL or the TLS. 

With respect to claim 23, see paragraphs [0076-0085] of Hisamoto that teaches 
the authentication information further includes a public key of a certificate authority for 
verifying a public key certificate of the print data supply device. 

With respect to claim 24, see paragraphs [0076-0086] of Hisamoto that teaches 
in the print device (217), the data requesting unit temriinates or discards the 
authentication information after transmitting the authentication information to the print 
data supply device (after completion or the printing process), the print data supply 
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device includes (216) a user identifying unit (103) operable to identify the print 
instruction device or the user using the received authentication information; an 
authenticating unit (104) operable to verify whether or not the identified print instruction 
device or the identified user has been authorized to access the requested print data; 
and a data transmitting unit operable to, when the access is permitted as the result of 
the authentication, newly print request operation which include newly issue 
authentication information that can be used continuously by the print device and 
transmit the requested print data to the print device. 

With respect to claim 25, see paragraphs [0076-0085] of Hisamoto that teaches 
the authentication information to be newly issued is a pair of an identification (ID) of the 
print data supply device (216) with a password, or communication session information 
between the print data supply device (21 6) and the print device (217). 

With respect to claim 27, see Fig. 8 and paragraphs [0076-0079] of Hisamoto 
that teaches in the print instruction device (218), the print instmction unit (302) transmits 
the authentication information to the print device (217) through a secure communication 
path established between the print device and the print instruction device. 

With respect to claim 31, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches the data requesting unit (302) i) receives, from the print instruction device 
(218), a print instruction to print the print data and the authentication (304) information in 
one to one correspondence, ii) transmits the authentication information corresponding to 
the print instruction to the print data supply device (216), and iii) requests the print data. 
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With respect to claim 34, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 

that teaches the data requesting unit (302), i) receives, from the print instruction device 
(218), a notification (communication) of position information indicating a storage location 
of print instruction information that is obtained by integrating print data position 
Information (include In the transmitting print data) Indicating a storage location of the 
print data with the authentication information, ii) recognizes the notification of the 
position information as a print instruction, ill) receives the print instruction information 
from the print instruction device based on the notified position information, iv) extracts 
the print data position information and the authentication Information from the print 
instruction information, and v) requests a transmission of print data indicated in the print 
data position information. 

With respect to claim 35, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches the authentication information includes identification information for 
identifying the authentication information, the print device (217) further Includes an 
authentication information storing unit (1 1 1) operable to l^eep storing the received 
authentication Information even after the print data has been printed, and the data 
requesting unit (302), 1) receives, from the instruction device (218), the print infomiation 
with the identification Information, ii) reads out the authentication information specified 
by the received identification from the authentication information storing unit, and ill) 
transmits the authentication Infomiation to the print data supply device (216). 

With respect to claim 36, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches the data receiving unit (302), I) establishes an encrypted communication 
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path between the print data supply device (216) and the print device (217) using the 
authentication information, and ii) receives the print data through the encrypted 
communication path. 

With respect to claim 39, see Fig. 8 and paragraphs [0078-0091] of Hisamoto 
that teaches the data requesting unit newly receives, from the print data supply device, 
authentication information that can be used in continuation, after transmitting the 
authentication information to the print data supply device and after discarding the 
authentication information, and the data receiving unit receives the requested print data 
from the print data supply device. 

With respect to claim 40, see Fig. 8 and paragraphs [0076-0085] of Hisamoto 
that teaches the authentication information is a pair of an identification (ID) of the print 
instruction device or an ID of the user of the print system, with a password. 

Claim Rejections - 35 USC § 103 

5. T-he-following-is-a-quotation-ofi35-U:STer103(a)~which~fOTrr^ 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 28 and 29 are rejected under 35 U.S:C. 103(a) as being unpatentable 
over Hisamoto as applied to claims 1-4, 6-9, 1 1-27, 30-46, 47 and 48 above. 
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With respect to claim 28, Hisamoto teaches all the limitation as explained in the 
rejection above, except for the recitation of "the print instruction device and the print 
data supply device are included in a same device. " 

Hisamoto teaches the print instruction device (218) and the print data supply 
device (21 7). It would have been obvious to one of skill in the art at the time of 
invention was made to modify the print instruction device and the print data supply 
device in a same device for the advantage of reduce the complicate connection 
between devices and space saving. Also, it has been held that forming in one piece an 
article which has formerly been formed in two pieces and put together involves only 
routine sill in the art Howard v. Detroit Stove Works, 150 US 164 (1893). 

With respect to claim 29, Hisamoto teaches all the limitation as explained in the 
rejection above, except for the recitation of "the print instruction device and the print 
device are connected to each other by a Bluetooth (TM)." 

While Hisamoto does not teaches the print instruction device (218) and the print 
■device-(-2-17-)-are-connectedio-each"otherbyiS/oeto^?f/7rtl^^ 

less or Bluetooth communication between devices has been known in the computer and 
printing technology. It would have been obvious to one of skill in the art at the time of 
invention was made to modify the printing system of Hisamoto to include the wire less 
or Bluetooth connection between the print instruction device and the print device for the 
advantage of allow devices can by set at a remote design location without complicate 
connection by wire. 
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Allowable Subject Matter 

7. Claims 5 and 10 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject 
matter; 

Claim 5 has been indicated for containing allowable subject matter because the 
prior art fail to teach the combination of a print system for printing data from a print data 
supply device or a registered user or device that is authorized to access print data 
including in the print instruction device, the print instruction unit further includes a print 
instruction information storing unit operable to store the generated print instruction 
information into a memory card medium inserted to the print instruction device, and in 
the print device, the data requesting unit includes a print instruction information reading 
unit operable to read the print instruction infonnation from the memory card medium 
inserted to the print device, and the data requesting unit extracts the print data position 
information and the authentication infonnation from the read print instruction 
information. 

Claim 10 has been indicated for containing allowable subject matter because the 
prior art fail to teach the combination of a print system for printing data from a print data 
supply device or a registered user or device that is authorized to access print data 
comprising the print instruction unit include an authentication information transmission 
history storing unit operable to store a history of authentication infonnation transmitted 
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to the print device, a transmission liistory judging unit operable to judge wlietlier or not 
authentication information to be transmitted to the print device has been transmitted to 
the print device, when the transmission history judging unit judges that the 
authentication information has been transmitted to the print device, the print instruction 
device transmits the print instruction with the identification infonnation instead of the 
authentication information and the print device further includes an authentication 
information storing unit operable to keep storing the received authentication information 
even after the print data has been printed. 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Applicant's attention is invited to the patents to Kanematu 
(US Pat. # 7,130,066) and Kou et al. (Pub. No. US 2002/0099936A1 ). 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh H. Chau whose telephone number is (571) 272- 
21 56. The examiner can normally be reached on M - TH 9:30AM - 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on (571) 272-2258. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MHC 

March 05, 2007 



MINHCHAU 
PRIMARY EXAMINER 



